United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Ofllce 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE | 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCK.CT NO. 


CONFIRMATION NO. 


10/520,954 


09/27/2005 


Matthias Seel 


14836-48177 


4910 



24728 7590 02/06/2007 

MORRIS MANNING MARTIN LLP 
3343 PEACHTREE ROAD, NE 
1600 ATLANTA FINANCIAL CENTER 
ATLANTA, GA 30326 



EXAMINER 



ROBINSON, MARK A 



ART UNIT 



PAPER NUMBER 



2872 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 02/06/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 





Application No. 

10/520.954 


Applicant(s) 

SEEL ET AL 


Examiner 

Mark A. Robinson 


Art Unit 

2872 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time naay be available under the provisions of 37 CFR 1 , 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to comnnunication(s) filed on . 
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3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 1-44 is/are pending in the application. 
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7) ^ Claim{s) 5-24 and 29-44 is/are objected to. 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pape"" No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 4/8/05 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070202 



Application/Control Number: 10/520,954 
Art Unit: 2872 



Page 2 



DETAILED ACTION 
Specification 

1. The abstract of the disclosure is objected to because it 
contains legal phraseology which should be reserved for the 
claims. Correction is required. See MPEP § 608.01(b). 

The following guidelines illustrate the preferred layout 
for the specification of a utility application. These 
guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a 
utility application should include the following sections in 
order. Each of the lettered items should appear in upper case, 
without underlining or bold type, as a section heading. If no 
text follows the section heading, the phrase ''Not Applicable" 
should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 
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(1) Field of the Invention. 

(2) Description of Related Art including information 
disclosed under 37 CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE 

DRAWING (S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j.) CLAIM OR CLAIMS (commencing on a separate sheet) . 
(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate 
sheet) . 

(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821- 

1.825. A ''Sequence Listing" is required on paper if 
the application discloses a nucleotide or amino acid 
sequence as defined in 37 CFR 1.821(a) and if the 
required ''Sequence Listing" is not submitted as an 
electronic document on compact disc) . 



Claim Objections 

2. Claims 5-24 and 29-44 are objected to under 37 CFR 1.75(c) 
as being in improper form because a multiple dependent claim may 
not depend from another multiple dependent claim. See MPEP 
§ 608. 01 (n). Accordingly, these claims have not been further 
treated on the merits. 



3. Claims 1-4 and 25-28 are objected to because of the 
following informalities: use of "may" or "may be'' throughout the 
claims makes it unclear if the corresponding limitations are 
required by the claims or not. Note that, "may'' is not a 
- positive recitation of what is intended to be included in the 
claims. Examples of the use of such language: "may be 
connected" in claim 1 (p. 31 line 13), "may selectively be 
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adjusted (p. 32 line 11), may selectively be connected (p. 32 
lines 14-15), etc. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

5. Claims 1-4 and 25-28 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1, use of the various alternative recitations of 
elements renders unclear exactly what is intended to be included 
in the claim. For example, the phrase on p. 32 line 12-13 ''is 
connected or may be connected" makes it unclear whether or not 
the illuminator is actually connected to the light input. Note 
similar problems on p. 32 lines 6,16,19; p. 33 line 4; etc. 

Claim 3 recites the selector unit to comprise a mirror. 
However, this claim depends from claim 1 which already requires 
the selector unit to comprise a deflector element. It is 
unclear if the mirror of claim 3 is intended to reference the 
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deflector of claim 1 or to add an additional element to the 
claim combination. 

Claim 25 depends from claim 1. However, claim 25 recites 
many of the same limitations of claim 1. Thus, it is unclear if 
those limitations of claim 25 are in addition to or the same as 
those present in claim 1. Accordingly, the scope of claims 25- 
28 is unascertainable . 

Allowable Subject Matter 

6. Claims 1-4 and 25-28 would be allowable if rewritten or • 
amended to overcome the rejection (s) under 35 U.S.C. 112, 2nd 
paragraph, set forth in this Office action. 

7. The statement of reasons for the indication of allowable 
subject matter is as follows. NOTE: due to the issues of 
indef initeness discussed above, the claims are indicated as 
containing allowable subject matter based upon an 
interpretation, where indefinite, in light of the teachings of 
the specification. Note that a rejection based upon prior art 
may be appropriate if the claims are broadened via a subsequent 
amendment . 

The prior art does not teach or suggest a microscope 
including the claimed illuminator arrangement having plural 
light paths selected by the adjustable deflector element which 
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is driven, via the controller unit, in the specific manner set 
forth in the combination of claim 1. The remaining claims would 
be allowable as depending from claim 1. 

Conclusion 

8. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

The reference to Krause, Hawes, Chance, and Doyle show 
various arrangements which include multiple illumination 
channels. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Mark Robinson whose telephone number is (571) 272-2319. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor. Drew Dunn, can be 
reached at (571) 272-2312. The fax phone number for the 
organization where this application or proceeding is assigned is 
(571) 273-8300. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is (571) 272-2800. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
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(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http: //pair-direct , uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



MR 




2/2/07 



